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DETAILED ACTION 

This action is in response to Amendment filed July 27, 2006. All applicant's arguments 
have been considered. 

Claim Objections 

Claim 14 is objected to because of the following informalities: claim 14 states, "said 
focus drive mean." This limitation does not have proper support. Claim 14 should depend from 
claim 13 to provide proper support for this limitation. Appropriate correction is required. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 12-15 are rejected under 35 U.S.C. 102(b) as being anticipated by Esmay (US 
4,616,517). 

Regarding claim 12, Esmay discloses a focus adjustment means (22) a first focus 
adjustment knob (16) and a removable focus adjustment knob (20), the first focus adjustment 



Application/Control Number: 10/81 1,346 Page 3 

Art Unit: 2872 

knob and the removable focus adjustment knob are coaxial and independently rotatable with 
respect to one another (Fig. 1). 

Regarding claim 13, Esmay discloses the focus adjustment means comprises a rotatable 
shaft (22; Fig. l;col. 2 line 61). 

Regarding claim 14, Esmay discloses the focus adjustment knob is releasably fastenable 
to the focus drive means (col. 3 lines 66-68), 

Regarding claim 15, Esmay discloses the removable focus adjustment knob is fastenable 
to the focus drive means by first means operatively arranged for preventing separating movement 
of the removable focus adjustment knob axially away therefrom and a second means tending to 
allow rotation of the focus drive means with the removable focus adjustment knob (col. 3 lines 
66-68; Fig. 1). 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-3, 5-7, 9-1 1 and 16-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Esmay (US 4,616,517) in view of Bigelow (US 4,158,216). 
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Regarding claims 1 and 5, Esmay teaches a microscope with a removable interchangeable 
focus adjustment knob (20) fastenable to a focus adjustment means (col. 3 lines 66-68; Fig. 1; 
22). Esmay lacks reference to magnetic connection to attach the knob. Bigelow teaches a knob 
(20) magnetically attachable to maintain the position of the knob (Fig. 2; abstract). 
It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to have the knob of Esmay attachable using magnetic attraction for the purpose of providing a 
more secure attachment to the focus adjustment means so that the knob would not easily fall off 
the microscope. 

Regarding claims 2 and 6, Esmay teaches the focus adjustment means comprises a 
rotatable shaft (22; Fig. 1; col. 2 line 61). 

Regarding claims 3 and 7, Esmay teaches the knob adapted for complementary 
engagement with the focus adjustment means (col. 3 lines 66-68). Esmay lacks reference to 
magnetic connection to attach the knob. Bigelow teaches a knob (20) magnetically attachable to 
maintain the position of the knob (Fig. 2; abstract). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have the knob of Esmay attachable 
using magnetic attraction for the purpose of providing a more secure attachment to the focus 
adjustment means so that the knob would not easily fall off the microscope. 

Regarding claim 9, Esmay teaches a second focus adjustment means (16). 

Regarding claim 10, Esmay teaches the second focus adjustment means comprises a 
second focusing means (18). 

Regarding claim 1 1, Esmay teaches the removable focus adjustment knob is attachable to 
the second focus adjustment means (Fig. 1). Esmay lacks reference to magnetic connection to 
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attach the knob. Bigelow teaches a knob (20) magnetically attachable to maintain the position of 
the knob (Fig. 2; abstract). It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have the knob of Esmay attachable using magnetic attraction for 
the purpose of providing a more secure attachment to the focus adjustment means so that the 
knob would not easily fall off the microscope. 

Regarding claim 16, Esmay teaches the invention as claimed but lacks reference to 
magnetic attachment. Bigelow teaches a knob (20) magnetically attachable to maintain the 
position of the knob (Fig. 2; abstract). It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to have the knob of Esmay attachable using magnetic 
attraction for the purpose of providing a more secure attachment to the focus adjustment means 
so that the knob would not easily fall off the microscope. 

Regarding claim 17, Esmay teaches the use of pin means extending axially of the 
removable focus adjustment knob and pin receiving means (1 13) complementarity extending 
axially of the focus drive means (Fig. 1). 

Regarding claim 18, Esmay teaches the invention as claimed but lacks reference to 
magnetic attachment. Bigelow teaches a knob (20) magnetically attachable to maintain the 
position of the knob (Fig. 2; abstract). It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to have the knob of Esmay attachable using magnetic 
attraction for the purpose of providing a more secure attachment to the focus adjustment means 
so that the knob would not easily fall off the microscope. 

Regarding claim 19, Esmay teaches the focus drive means is operatively arrange for 
causing vertical displacement of a microscope stage (col. 1 lines 18-20). 
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Claims 20 and 21 rejected under 35 U.S.C. 103(a) as being unpatentable over Esmay (US 
4,616,517) in view of Bigelow (US 4,158,216) as applied to claim 19 above, and further in view 
ofGanser (US 5,684,627). 

Regarding claim 20, Esmay in combination with Bigelow teaches the invention as 
claimed but lacks reference to the focus adjustment means provided on opposite sides of the 
microscope. Ganser teaches it would be advantageous to place duplicate focus adjustment means 
on opposite sides of a microscope body for ergonomic purposes (col. 3 lines 65-66). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made to have 
the Esamy in combination with Bigelow microscope include the focus means on opposite sides 
of the microscope as taught by Ganser for the purpose of allowing easy operation by a person 
with either hand being dominant. 

Regarding claim 21, The prior art teaches the claimed invention except for the axial 
length of one focus knob being longer than another. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to change the axial length of one of 
the focus knobs, since such a modification would involve only a mere change in size of a 
component. Scaling up or down of an element which merely requires a change in size is 
generally considered as being within the ordinary skill in the art. There appears to be no 
substantial advantage to having one knob longer than the other except for design choice or user 
preference. 
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Claims 22, 24, 26-28, 30 and 32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Esmay (US 4,616,517) in view of Ganser (US 5,684,627). 

Regarding claim 22, 26, 28 and 32, Esmay teaches a focusing means comprising a 
removable focus adjustmen knob (20) and a focus drive means (22). Esmay lacks reference to 
the focus adjustment means provided on opposite sides of the microscope. Ganser teaches it 
would be advantageous to place duplicate focus adjustment means on opposite sides of a 
microscope body for ergonomic purposes (col. 3 lines 65-66). Esmay further lacks the axial 
length of one focus knob being longer than another. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to change the axial length of one of 
the focus knobs, since such a modification would involve only a mere change in size of a 
component. Scaling up or down of an element which merely requires a change in size is 
generally considered as being within the ordinary skill in the art. There appears to be no 
substantial advantage to having one knob longer than the other except for design choice or user 
preference. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have the Esamy microscope include the focus means on opposite sides of 
the microscope as taught by Ganser for the purpose of allowing easy operation by a person with 
either hand being dominant. 

Regarding claims 24 and 30, Esmay teaches the use of pin means extending axially of the 
removable focus adjustment knob and pin receiving means (1 13) complementarily extending 
axially of the focus drive means (Fig. 1). 

Regarding claim 27, Esmay teaches a focus means comprising a first coarse (16) and first 
removable (20) focus adjustment knobs and a drive means (22). Esmay lacks reference to the 
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focus adjustment means provided on opposite sides of the microscope. Ganser teaches it would 
be advantageous to place duplicate focus adjustment means on opposite sides of a microscope 
body for ergonomic purposes (col. 3 lines 65-66). It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to have the Esamy microscope include the 
focus means on opposite sides of the microscope as taught by Ganser for the purpose of allowing 
easy operation by a person with either hand being dominant. 

Claims 23, 25, 29 and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Esmay (US 4,616,517) in view of Ganser (US 5,684,627) as applied to claims 22 and 27 above, 
and further in view of Bigelow (US 4,158,216). 

Esmay in combination with Ganser teaches the invention as claimed but lacks reference 
to magnetic attachment. Bigelow teaches a knob (20) magnetically attachable to maintain the 
position of the knob (Fig. 2; abstract). It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to have the knob of Esmay in combination with Ganser 
attachable using magnetic attraction for the purpose of providing a more secure attachment to the 
focus adjustment means so that the knob would not easily fall off the microscope. 

Response to Arguments 

Applicant's arguments filed July 27, 2006 have been fully considered but they are not 
persuasive. 
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Applicant argues Esmay fails to teach independent rotation of the focus adjustment 
knobs. Esmay states the course focus knob 16 rotates shaft 18 and the fine focus knob 20 rotates 
shaft 22 (col. 4 lines 1-12). The examiner interprets the ability of the two knobs to rotate 
independent and distinct drive shafts as independent rotation of the knobs. 

Applicant argues the Esmay reference fails to teach two means for attaching the knob one 
of which prevents axial movement and the second to allow rotation. The knob 20 is attached 
with a set screw 1 16 to prevent axial movement and a bore hole 1 13 to allow rotation (col. 3 
lines 66-68). 

Applicant argues the prior art fails to teach the removable knob is interchangeable. When 
manufacturing a knob such as knob 20, the knob would be made to be the same as every other 
knob within manufacturing error. If this were not the case then every knob would work only 
with a single microscope. Interchangeable parts are a keystone of modern manufacturing and 
would be part of any large scale production. 

Applicant argues any modification of the attachment means taught by Esmay to use the 
magnetic fastening means would require more than just a simple modification. The examiner 
disagrees. The inclusion of a magnet in bore hole 1 13 would help to more securely attach the 
knob 20 to the shaft 22. 

In response to applicant's argument that the examiner's conclusion of obviousness is 
based upon improper hindsight reasoning, it must be recognized that any judgment on 
obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. But so 
long as it takes into account only knowledge which was within the level of ordinary skill at the 
time the claimed invention was made, and does not include knowledge gleaned only from the 
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applicant's disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 
170 USPQ 209 (CCPA1971). 

Applicant argues Bigelow is not reasonably pertinent to the particular problem addressed 
by the current application. The Bigelow reference teaches an adjustment knob attached 
magnetically. The Esmay reference teaches the other limitations of the claim language, such as 
attachment to a shaft. The Bigelow reference is used only to show it is known in the art to attach 
a knob using magnetic force. 

Applicant argues the prior art fails to teach or suggest a pin means extending axially of 
the removable focus adjustment knob. The examiner interprets the portion of shaft 22 extending 
into the bore hole 1 13 is a "pin means" within the broadest reasonable interpretation of a "pin 
means." 

Applicant argues the use of the Ganser reference is hindsight because there is no 
motivation to combine the references. Ganser provides the motivation for combination for 
ergonomic purposes (col. 3 lines 64-67). So there is clearly a motivation for the combination 
provided explicitly in the references. 

Applicant argues Esmay will not allow a removable adjustment knob to be attached on 
either side of the microscope. If the shafts 18 and 22 were extended through the microscope 
body, as would have to be the case with the Ganser reference the Esmay reference would be 
capable of attaching an adjustment knob on both sides of the microscope body. 

Applicant argues the decision to have one knob with an axial length greater than another 
was not a mere obvious change in size of a component, but provides the option of controlling the 
microscope stage and fine focus adjustment from the same side of the microscope. The Esmay 
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reference allows coarse and fine control from the same side of the microscope. Further, the same 
of the knob in no way impacts the ability of the knob to control either the stage or fine focusing 
of the microscope, so long as the user can access the knob. Therefore the change in the length of 
the knob in the axial direction is a mere obvious change in shape. 

Applicant argues there is no indication by Esmay that the knobs can be alternatively 
fastenable to either the first or second drive means. Esmay states the knob 16 is fastenable to the 
drive means 18 and the knob 20 is fastenable to the drive means 22. The claim language is 
interpreted as requiring the knobs are releasably attached to either the first or second drive 
means not that the knobs can be attached to both the first and second drive means separately. 
(Emphasis added). 



Conclusion 



THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joshua L. Pritchett whose telephone number is 571-272-2318. 
The examiner can normally be reached on Monday - Friday 7:00 - 3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Drew A. Dunn can be reached on 571-272-23 12. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Joshua L Pritchett 

Examiner 

Art Unit 2872 





